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CLAIMS 1-24 ARE PRESENTED FOR EXAMINATION 

Applicants' Information Disclosure Statement filed January 6, 2004 has been received 
and entered into the application. As reflected by the attached, completed copy of form 
PTO/SB/08A (1 page), the cited references have been considered. 

Claim Objection 

Claims 16-21 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. 

Claim 16 depends from claim 1 solely for the purpose of defining the compounds to be 
administered. This, however, fails to further limit the method of inhibiting nitric oxide synthase 
to which claim 1 is directed. Applicant is required to either cancel the claims, amend the claims 
to place them in proper dependent form, or rewrite the claims in independent form. 

Claim Rejection - 35 USC § 112, Second Paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-24 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, last line, "with a physiologically acceptable acid" is unclear as to whether it is 
a requirement that the imidazo[l,2-a]pyridine compounds are administered with the acid or if the 
salt form of the compounds are formed with the acid. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

J Claims 1, 2, 5, 9, 16, 18, 21 and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bender et al. (U.S. Patent No. 5,317,019, cited by the Examiner) who teaches a 
method of administering 2-(4-methoxyphenyl)-3-(4-pyridyl)-imidazo[l,2-a]-pyridine or a 
pharmaceutically acceptable salt thereof (col. 7, line 1 - col. 8, line 34 and col. 15, lines 4-6) to a 
mammal in order to inhibit interleukin-1 (IL-1) or tumor necrosis factor (TNF) production and 
thus treat any disease state or condition which is exacerbated or caused by excessive or 
unregulated IL-1 or TNF production (col. 18, lines 34-38 and col. 19, lines 52-58) including 
septic shock (col 3, line 49), scar tissue formation, i.e., a wound (col. 3, lines 54-55), pain and 
other conditions associated with inflammation (col. 23, lines 1-2). 

77 Claims 1-9, 16 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by Press 
(U.S. Patent No. 4,791,1 17, cited by the Examiner) who teach a method of administering to a 
mammal an effective amount of a 2- or 3-aryl substituted imidazo[l,2-a]pyridine of the formula 
I: 
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where 

X may he hydrogen, halogen hydroxy, alkoxy hav- 
ing 1-4 carbon atoms, beniyloxy, or Ci-Q aDtyl 
ettbcur singularly or in combination; 

R may be H or Ar; 

Ri may be H, CH3 or Ar> 

Ar may b* 




RamaybeaCi-CaaUtyl; 

a may be 0 or 1 when R ii Ar; or 

a may be 1 when Rj is Ax; and 

111 may be with the proviso that both R and Rj 

cannot be Ar at the same time and at least one of R 

and Ri is Ar. 



for the preventative treatment of pain due to the compounds activity as a local anesthetic (col. 1, 



lines 35-44, col. 2, lines 5-41, col. 6, lines 23-50 and col. 16, claim 1 and compound Examples 1- 



14 at cols. 7-14). 



The generic disclosure of pain by the patentee is deemed sufficient to place in the 



possession of the public, and thus anticipate, specific types of pain such as the claimed 



inflammatory pain. 



/Z/ Claims 1-5, 7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Tenbrink 



(WO 96/25414, cited by Applicants) who teach a method of administering to a mammal an 



effective amount of a imidazo[l,2~a]pyridine compound encompassed by the present claims, i.e., 
a substituted hetero radical at applicants' R 4 (see the abstract, pages 1-10 and Chart L, beginning 



at page 65, compounds E-l - E-3, E-6, E-7 and E-54) for the purpose of treating psychotic 



conditions (page 18, first full paragraph). 
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IV Claims 1, 2, 5, 9, 16, 19, 21, 23 and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tenbrink (WO 96/25414, cited by Applicants) who teach a method of 
administering to a mammal an effective amount of a imidazo[l,2-a]pyridine compound 
encompassed by the present claims, i.e., where applicants' R 3 and R 4 are unsubstituted or 
substituted aryl or heteroaryl radicals (see page 11, lines 4-20) for the purpose treating 5- 
lipoxygenase pathway/cyclooxygenase pathway/oxygenated polyunsaturated fatty acid mediated 
diseases/conditions (see the abstract and page 2, lines 33-35), including tissue trauma, i.e., a 
wound (page 38, lines 24-26), multiple sclerosis (page 38, lines 27-30), inflammatory diseases of 
the brain and spinal column (page 39, lines 20-24) and pain (page 65, line 34). 

The generic teaching of inflammatory diseases of the brain and spinal column and of pain 
is deemed sufficient to place in the possession of the public, and thus anticipate, specific types of 
inflammatory diseases of the brain and spinal column such as the claimed meningitis or specific 
type of pain such as the claimed inflammatory pain. 

Inherent Anticipation 

None of the above references teach inhibiting nitric oxide synthase (present claim 1). 
However, such activity is deemed inherent in the references' methods because the references 
teach the same drug being administered in the same manner and to the same host as presently 
claimed. 

To anticipate, the prior art must either expressly or inherently disclose every limitation of 
the claimed invention. MEHL/Biophile Int'l Corp. v. Milgraum, 192 F.3d 1362, 1365, 52 
U.SJP.Q.2d 1303, 1303 (Fed. Cir. 1999) (citing to In re Schreiber, 128 F.3d 1473, 1477, 44 
U.S.P.Q. 1429, 1431 (Fed. Cir. 1997)); Atlas Powder Co. v. Irecolnc., 190F.3d 1342, 1347, 51 
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U.S.P.Q.2d 1943, 1946 (Fed. Cir. 1999). To inherently anticipate, the prior art must necessarily 
function in accordance with, or include, the claimed limitations. MEHL/Biophile, 192 F.3d at 
1365, 52 U.S.P.Q.2d at 1303. However, it is not required that those of ordinary skill in the art 
recognize the inherent characteristics or the function of the prior art. Id. Specifically, discovery 
of the mechanism underlying a known process does not make it patentable. 
None of the claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond J Henley III whose telephone number is 571-272-0575. 
The examiner can normally be reached on M-F, 8:30 am to 4:00 pm Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on 571-272-0951. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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